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T he threshold to celebrity has lowered dramatically in 
recent years. With a cell phone and enough bravado, 
celebrity status can now be minted instantaneously. 

Equally instantaneous is the ability of others to superimpose 
and manipulate a celebrity’s likeness. This tension is not new, 
but the rapidly changing technological landscape in the digital 
age presents complicated legal considerations for both celebri-
ties and those who use their images and likenesses.

With today’s new media, celebrity can be created faster 
and diffused more widely, creating unprecedented value in a 
celebrity’s image, persona, and likeness. Collectively referred 
to as the “right of publicity,” the ability to exploit one’s image 
has become an increasingly valuable commodity, often eclips-
ing the value of the celebrity’s principal occupation. Indeed, 
for today’s reality stars—many of whose fame is rooted in 
no particular skill set per se, but who are “famous for being 
famous”—it is the only commodity.

Accordingly, celebrities today have focused on develop-
ing their principal career as well as developing and exploiting 
their rights of publicity across other fields and media, along 
with their related copyright and trademark rights. Vigilant 
protection against the unauthorized invasion of publicity 
rights is important to the success of this strategy. Aggressive 
enforcement of this right is frequently met with stiff resistance 
by those claiming a First Amendment right in the use of a 
celebrity’s image, likeness, and persona.

To balance the right of publicity with countervailing 
First Amendment concerns, courts have recently imported a 
“transformative use” test from copyright law’s fair use doc-
trine, which itself has a spotty history (see Figure 1). Recent 
examples include decisions in Hilton v. Hallmark Cards1 
and No Doubt v. Activision Publishing, Inc.2 These two cases 
illustrate two different but equally imperfect applications of 
the “transformative use” test.

Against this backdrop lie myriad other legal issues, includ-
ing trademark, copyright, contract, and ownership disputes. 
This article will examine these issues and the considerations 
facing both celebrities seeking to protect their rights and the 
public’s desire to appropriate celebrity names and likenesses.

Overview of the Right of Publicity
Origins
While celebrity has arguably been around for millennia, a legally 
cognizable “right of publicity” was only first recognized in the 
United States in 1953 when Judge Frank first coined the phrase in 
Haelan Laboratories, Inc. v. Topps Chewing Gum, Inc.3 Haelan 
involved a dispute between two baseball card manufacturers 

over the use of baseball players’ images on baseball cards. 
Haelan (having just recently acquired the Bowman baseball 
card company) entered into exclusive contracts with a group 
of baseball players to appear only on Bowman cards. Topps, a 
competitor, knew of these negative covenants but nevertheless 
used the same baseball players’ images on their cards. Judge 
Frank reasoned that to the extent Topps induced these players’ 
breaches with Haelan, it tortiously interfered with their exclusive 
contracts. Judge Frank went even further and extrapolated from 
New York’s privacy statutes4 to hold Topps liable under a newly-
minted “right of publicity.” Judge Frank wrote:

[I]n addition to and independent of that right of privacy (which 
in New York derives from statute), a man has a right in the 
publicity value of his photograph . . . .

This right might be called a “right of publicity.” For it is 
common knowledge that many prominent persons (especially 
actors and ball-players), far from having their feelings bruised 
through public exposure of their likenesses, would feel sorely 
deprived if they no longer received money for authorizing 
advertisements, popularizing their countenances, displayed in 
newspapers, magazines, busses, trains and subways. This right 
of publicity would usually yield them no money unless it could 
be made the subject of an exclusive grant which barred any 
other advertiser from using their pictures.5

Statutory Development
Over the last 48 years since Haelan, 19 states have created a 
statutory right of publicity and 28 more recognize the right via 
common law (see Figure 1). For example, New York continues 
to follow the approach taken by Judge Frank in Haelan, enforc-
ing the right under the penumbra of New York’s privacy statutes:

§ 50. Right of privacy
A person, firm or corporation that uses for advertising pur-
poses, or for the purposes of trade, the name, portrait or picture 
of any living person without having first obtained the written 
consent of such person, or if a minor of his or her parent or 
guardian, is guilty of a misdemeanor.

§ 51. Action for injunction and for damages
Any person whose name, portrait, picture or voice is used 
within this state for advertising purposes or for the purposes of 
trade without the written consent first obtained as above pro-
vided may maintain an equitable action in the supreme court 
of this state against the person, firm or corporation so using his 
name, portrait, picture or voice, to prevent and restrain the use 
thereof; and may also sue and recover damages for any injuries 
sustained by reason of such use and if the defendant shall have 
knowingly used such person’s name, portrait, picture or voice 
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in such manner as is forbidden or declared to be unlawful by 
section fifty of this article, the jury, in its discretion, may award 
exemplary damages.6

California has specifically codified the right of publicity:

Any person who knowingly uses another’s name, voice, signa-
ture, photograph, or likeness, in any manner, on or in products, 
merchandise, or goods, or for purposes of advertising or sell-
ing, or soliciting purchases of, products, merchandise, goods or 
services, without such person’s prior consent, or, in the case of 
a minor, the prior consent of his parent or legal guardian, shall 
be liable for any damages sustained by the person or persons 
injured as a result thereof. . . .

As used in this section, “photograph” means any photograph or 
photographic reproduction, still or moving, or any videotape or 
live television transmission, of any person, such that the person 
is readily identifiable.7

A list of the other relevant state statutes is set forth in Figure 1.

The Right of Publicity Reaches the U.S. Supreme Court
In 1978, the U.S. Supreme Court directly considered the right 
of publicity for the first and only time in Zacchini v. Scripps-
Howard Broadcasting Co.8 In Zacchini, Hugo Zacchini, a 
performer famous for his human cannonball act, brought an 
action for the unauthorized filming and subsequent airing of 
his entire 15-second performance by a local television station.9 
In his action, filed in Ohio state court, Zacchini alleged that:

[H]e is “engaged in the entertainment business,” that the act he 
performs is one “invented by his father and . . . performed only 
by his family for the last fifty years,” that respondent “showed 
and commercialized the film of his act without his consent,” 
and that such conduct was an “unlawful appropriation of 
plaintiff’s professional property.”10

The defendant moved for summary judgment, which was 
granted by the trial court. The Ohio Court of Appeals unani-
mously reversed, reasoning that the news station had no First 
Amendment privilege to show the entire performance without 
compensating Zacchini.11

The Ohio Supreme Court reinstated the trial court’s ruling, 
holding that while a performer has the right to the “publicity 
value of his performance,” nevertheless a television station 
has a privilege to report in its newscasts matters of “legitimate 
public interest.”12

The U.S. Supreme Court granted certiorari to determine 
“whether the First and Fourteenth Amendments immunized 
[the television station] from damages for its alleged infringe-
ment of [Zacchini’s] state-law ‘right of publicity.’”13

Ultimately, the U.S. Supreme Court held that Zacchini had 
the right to be compensated for the time and effort involved in 
his performance in order to protect the “economic incentive for 
him to make the investment required to produce a performance 
of interest to the public.”14

Because the right of publicity is a state law doctrine, 
Zacchini offers little practical guidance to those advising 
celebrities. Moreover, the remedy sought by Zacchini is quite 
disparate from how celebrities assert and protect their right of 
publicity today. Few celebrities today have a single discrete 
act from which they derive their entire income. Rather, 
today’s celebrity income stream is far more diverse. Most 
celebrities assert right of publicity claims to protect against 

invasion in areas outside their primary niche or skill set. For 
example, many of today’s most well-compensated sports stars 
earn a significant portion of their income from endorsement 
deals with perfume, sneaker, and soft drink companies, with 
some celebrity athletes even extending their careers into film 
and music.

Postmortem or Descendible Rights
Yet another complicating factor in the analysis of publicity 
rights is their longevity, which does not necessarily end upon 
the celebrity’s death.15 Only a handful of jurisdictions recog-
nize a statutory postmortem or descendible right of publicity, 
as set forth in Figure 2. Complex choice of law and venue 
issues often arise in the context of the postmortem right, which 
are beyond the scope of this article, but which underscore the 
economic value of the right and the importance of protecting 
against unauthorized, uncompensated uses.

Fifteen Minutes of Fame
Not coincidently, the right of publicity developed concurrent 
with the proliferation of the “new media” of 1950s television. 
As courts strengthened the legal protections of the right of 
publicity, technology buttressed the value of those rights in 
the emerging corollary product endorsement income streams 
available to famous musicians, athletes, and actors. In turn, 
celebrities and companies alike quickly seized on these new 
earning opportunities.

In the past 10 years, the communication revolution on 
Internet, social networking, video games, on demand, and 
mobile platforms has once again changed the face of celeb-
rity. Now more than ever, success bred from talent and that 
from fame have become even more disconnected, with one 
no longer a prerequisite for the other. Indeed, today, the 
“traditional” musical, athletic, and thespian celebrities are 
now joined by an equally marketable new breed of “reality” 
stars who often are “famous just for being famous.” Putting 
aside the perceived gulf in talent between traditional actors 
and today’s reality stars, the fact remains that, no matter the 
origin of the fame, celebrity monetization activities have 
never been more active, or lucrative. Nor has the pressure 
ever been greater to monetize fame as quickly as possible 
before the proverbial “15 minutes” expire. Thus, the current 
challenge for celebrities, regardless of how they made it into 
the spotlight, is to exploit their celebrity while simultaneously 
protecting against unauthorized, uncompensated uses.

From the Pope to Pop Culture
As discussed above, the importance and proliferation of 
celebrity has tracked the development of communications 
technology. The easier it has become to communicate on a 
mass basis, the easier it has become to sell products. As news-
paper readership began to rise dramatically in the mid-1800s, 
so did revenues and expenditures in the emerging advertising 
business. As companies placed more and more ads, they soon 
realized the value of celebrity sponsorship. In fact, one of 
the world’s first celebrity endorsements came from the Pope 
himself. In 1863, the Vin Mariani beverage company began 
an ad campaign using the celebrity endorsement of both Popes 
Leo XIII and Pius X.
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As the branding and marketing benefits of celebrity became 
obvious to retailers and celebrities alike, the value of such 
endorsements increased. Because of the nexus between products 
and sponsorship, right of publicity law first resembled trademark 
law, protecting the relationship between celebrities and endorsed 
products as a function of sponsor identification. Thus, many of 
the seminal right of publicity cases have involved the touchstone 
of trademark law—source identification.16

The right of publicity, at its core, is predicated on fame. 
Where there is no fame, there is no right of publicity. For 
example, the actor that portrayed the character “Johnny Cage” 
in the video game “Mortal Kombat” was unsuccessful in his 
attempt to invoke a right of publicity to enjoin the video game 
manufacturer from using his persona, name, and likeness in 
subsequent versions of the game.17 The plaintiff, Daniel Pesina, 
had modeled the movements for the character Johnny Cage for 
the coin-operated arcade versions of Mortal Kombat and Mortal 
Kombat II, and claimed that because he had not consented to 
the use of his persona, name, and likeness in the home versions 
of the game, his right of publicity had been violated.18

The court rejected Pesina’s claims, finding that he had no 
protectable right of publicity because he was not a widely 
known martial artist, not known by the public, not recognized 
by the public as the model for Johnny Cage, and had not 
become so associated with the character that the character 
invoked his identity.19 The court held that, absent a showing 
of a right of publicity independent of the character, Pesina 
could only prevail if he could show that his identity had 
become “inextricably intertwined” in the public mind with the 
character, which he failed to do.20

The Right of Publicity and the First Amendment
Weighing against robust recognition of celebrities’ rights of 
publicity is the public’s First Amendment right to discuss, com-
ment on, and even lampoon them. This tension has yielded some 

inconsistent results. Increasingly, to resolve this tension, some 
courts, particularly California state courts and the Ninth Circuit 
Court of Appeals (which handles appeals for California federal dis-
trict court cases), have imported aspects of the “fair use” defense 
from the Copyright Act to allow certain uses of a celebrity’s like-
ness where the use is “transformative.” The “transformative use” 
test may be an uncomfortable and imperfect fit in many respects, 
and has varied in its application, discussed in detail below. Indeed, 
it is even somewhat controversial in its application in copyright 
cases, as discussed in the sidebar on page 34.

The Emergence of the Transformative Use Test in 
Right of Publicity Cases

Comedy III Productions v. Gary Saderup
In Comedy III Productions, Inc. v. Gary Saderup, Inc., the 
California Supreme Court was confronted with a right of 
publicity dispute that involved an artist’s use of the images 
of the Three Stooges on T-shirts.21 Rather than attempting to 
resolve the case on solely First Amendment grounds, the court 
imported, for the first time, the “transformative use” test bor-
rowed from the “fair use” defense in copyright law.

The defendant, Gary Saderup, had created a drawing of 
the Three Stooges that he used to create lithographic prints 
and silk screen images on T-shirts. Comedy III, the owner 
of all rights to the Three Stooges, sued for misappropriation 
of the right of publicity. The trial court found that, despite 
his commercial use of the Three Stooges’ images, Saderup’s 
portraits were entitled to First Amendment protection because 
they were “expressive works and not an advertisement for or 
endorsement of a product.”22

Reversing the trial court, the California Supreme 
Court upheld Comedy III’s right of publicity claims 
against Saderup’s First Amendment defense. In so doing, 
the California Supreme Court minted the so-called 

STATES WITH A STATUTORY RIGHT OF PUBLICITY/PRIVACY

*Texas has codified the right of publicity only for deceased individuals but recognizes the right for living individuals under the common law tort of misappropriation.

California - Cal. Civ. Code § 3344
Florida - Fla. Stat. Ann. § 540.08
Illinois - 765 Ill. Comp. Stat. Ann. 1075/1
Indiana - Ind. Code Ann. § 32-36-1-1
Kentucky - Ky. Rev. Stat. Ann. § 391.170
Massachusetts - Mass. Gen. Laws Ann. ch. 214, § 3A
Nebraska - Neb. Rev. Stat. §§ 20-201, 25-840.01
Nevada - Nev. Rev. Stat. § 597.770
New York - N.Y. Civ. Rights Law §§ 50–51
Ohio - Ohio Rev. Code Ann. § 2741.01
Oklahoma - Okla. Stat. Ann. tit. 21, § 839.1
Pennsylvania - 42 Pa. Cons. Stat. § 8316
Rhode Island - R.I. Gen. Laws § 9-1-28
Tennessee - Tenn. Code Ann. § 47-25-1101
Texas - Tex. Prop. Code Ann. § 26.001*
Utah - Utah Code Ann. § 45-3-1
Virginia - Va. Code Ann. § 8.01-40
Washington - Wash. Rev. Code § 63.60.030
Wisconsin - Wis. Stat. Ann. § 995.50

California - (70 years) Cal. Civ. Code § 3344.1
Florida - (40 years) Fla. Stat. Ann. § 540.08(5)
Illinois - (50 years) 765 Ill. Comp. Stat. Ann. 1075/30(b)
Indiana - (100 years) Ind. Code Ann. § 32-36-1-8(a)
Kentucky - (50 years) Ky. Rev. Stat. Ann. § 391.170(2)
Nevada - (50 years) Nev. Rev. Stat. § 597.790 (1)
Ohio - (60 years) Ohio Rev. Code Ann. § 2741.02(A)(2)
Oklahoma - (100 years) Okla. Stat. Ann. tit. 12, § 1448(G)
Tennessee - (10 years after death) Tenn. Code Ann. § 47-25-1101-04*
Virginia - (20 years) Va. Code Ann. § 8.01-40(B)
Texas - (50 years) Tex. Prop. Code Ann. § 26.012(d)
Washington - (75 years) Wash. Rev. Code § 63.60.040

STATES WITH A POSTMORTEM OR DESCENDIBLE RIGHT OF PUBLICITY

*Can continue in perpetuity contingent on use.

Figure 1
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“transformative use” test and held:

When artistic expression takes the form of a literal depiction or 
imitation of a celebrity for commercial gain, directly trespass-
ing on the right of publicity without adding significant expres-
sion beyond that trespass, the state law interest in protecting 
the fruits of artistic labor outweighs the expressive interests of 
the imitative artist.

On the other hand, when a work contains significant trans-
formative elements, it is not only especially worthy of First 
Amendment protection, but it is also less likely to interfere 
with the economic interest protected by the right of publicity. 
As has been observed, works of parody or other distortions of 
the celebrity figure are not, from the celebrity fan’s viewpoint, 
good substitutes for conventional depictions of the celebrity 
and therefore do not generally threaten markets for celebrity 
memorabilia that the right of publicity is designed to protect.23

Hoffman v. Capital Cities/ABC
Later the same year, the Ninth Circuit applied the Comedy III 
“transformative use” test in Hoffman v. Capital Cities/ABC, 
Inc.24 In Hoffman, Dustin Hoffman brought suit against a mag-
azine and its publisher for the magazine’s unauthorized use of 
a still photograph from the motion picture Tootsie, in which 
Hoffman played a cross-dressing actor seeking to reinvent his 
career. Los Angeles Magazine (LAM) used Hoffman’s face as 
it appeared in the movie to create a computer-generated image 
that falsely depicted him wearing women’s clothes from a 
fashion designer (rather than the clothes he wore in the film) 
as part of an article entitled “Grand Illusions.” In addition to 
Hoffman’s image, the magazine used computer technology to 
alter other famous film stills to make it appear that the actors 
were wearing spring 1997 fashions.

The court rejected Hoffman’s claims on First Amendment 
grounds finding the use transformative. In a footnote, the court 
noted:

Even if we were to consider LAM an “artist” and the altered 
“Tootsie” photograph “artistic expression” subject to the Comedy 
III decision, there is no question that LAM’s publication of the 
“Tootsie” photograph contained “significant transformative 
elements.” Hoffman’s body was eliminated and a new, differently 
clothed body was substituted in its place. In fact, the entire theory 
of Hoffman’s case rests on his allegation that the photograph is 
not a “true” or “literal” depiction of him, but a false portrayal. 
Regardless of the scope of Comedy III, it is clear to us that it does 
not strip LAM of First Amendment protection.25

In upholding the importance of transformative use to its 
First Amendment analysis, the court found that “the article as 
a whole [was] a combination of fashion photography, humor, 
and visual and verbal editorial comment on classic films 
and famous actors [and] [a]ny commercial aspects [were] 
‘inextricably entwined’ with expressive elements, and so they 
cannot be separated out ‘from the fully protected whole.’”26 
Thus, the court concluded that LAM was entitled to the full 
First Amendment protection accorded noncommercial speech, 
which could be defeated only by proof of actual malice.27 
Because Comedy III was decided after oral argument in 
Hoffman, other courts have been dismissive of its precedential 
value as applied to transformative use.28

Comedy III’s Transformative Use Test Applied: 
Winter, Kirby, Keller, and ETW

Winter v. DC Comics
The California Supreme Court revisited the tension between 
the right of publicity and the First Amendment in Winter v. DC 
Comics, a case which provided it one of the first opportunities 
to apply the new transformative use test.29 In Winter, two musi-
cians, Edgar and Johnny Winter, sued DC Comics for misap-
propriation of their statutory right of publicity30 in response to 
a series of comic books featuring two villainous half-worm, 
half-human characters named the “Autumn brothers,” whose 
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physical characteristics included long white hair and albino 
features similar to that of the real life Winter brothers, as well 
as the same first names.31

Applying the Comedy III transformative use test, the court 
held that the Winter brothers’ claim was barred by the First 
Amendment as a matter of law. The court found that the comic 
depictions at issue were:

not just conventional depictions of plaintiffs but contain[ed] 
significant expressive content other than plaintiffs’ mere 
likenesses. Although the fictional characters Johnny and Edgar 
Autumn are less-than-subtle evocations of Johnny and Edgar 
Winter, the books do not depict plaintiffs literally. Instead, 
plaintiffs are merely part of the raw materials from which the 
comic books were synthesized. To the extent the drawings of 
the Autumn brothers resemble plaintiffs at all, they are dis-
torted for purposes of lampoon, parody, or caricature. And the 
Autumn brothers are but cartoon characters—half-human and 
half-worm—in a larger story, which is itself quite expressive.32

Kirby v. Sega of America
In a similar case, the California Court of Appeals applied 
the transformative use test to again defeat a right of public-
ity claim. In Kirby v. Sega of America, Inc., the plaintiff was 
a musician and dancer, known for saying the phrase “ooh 
la la.”33 Kierin Kirby sued Sega over its creation and use of 
“Ulala,” the main character in the defendant’s game, “Space 
Chanel 5.” Although there were similarities between the two, 
the court held Ulala to be “more than a mere likeness or literal 
depiction of Kirby” and therefore a transformative use, reason-
ing, “Ulala contains sufficient expressive content to constitute 
a ‘transformative work.’”34

Keller v. Electronic Arts
On the other hand, where a video game manufacturer used  
the exact same jersey number, height, weight, and home 
state as a former quarterback for Arizona State University, 
a California federal district court found the depiction of 
the plaintiff “far from the transmogrification of the Winter 
brothers.”35 The court also distinguished this use from that 
approved in Kirby, because the game’s setting was identical 
to where the public found the plaintiff during his collegiate 
career: on the football field.36

ETW v. Jireh Publishing
The Ninth Circuit’s transformative use test has been adopted 
sparingly by other circuits thus far. In one notable application 
involving a dispute between the licensing agent for Tiger Woods, 
ETW Corp., and an artist who had created a painting incorporat-
ing three literal likenesses of Woods, the court employed the 
transformative use test and found for the defendant-artist.37 
The artist’s portrayal of Woods was literal, but depicted him 
in different poses in the foreground, with the Augusta National 
Clubhouse behind him and the likenesses of other famous golfing 
champions looking down on him.38 In applying the Comedy 
III transformative use test, the Sixth Circuit found the painting 
protected under the First Amendment, despite its commercial 
purpose, because it was a “panorama” of Woods’s historic 1997 
victory at the world-famous Masters Tournament and conveyed a 
message about the significance of Woods’s achievement through 
images suggesting that Woods would eventually join the ranks of 
the world’s best golfers.39

No Doubt v. Activision Publishing, Expanding the 
Application of the Right of Publicity?
As discussed above, as communications technology has 
developed, so has the reach and value of the right of publicity. 
For example, musicians can exploit their image, likeness, and 
persona not only in product endorsements but in multimedia 
products such as interactive video games. Indeed, games like 
Rock Band, Guitar Hero, DJ Hero, and Band Hero have given 
artists a lucrative new medium in which they can exploit 
not only their copyright and trademark rights, but also their 
rights of publicity. The boundaries of this right were brought 
into focus in the dispute between rock band No Doubt with 
Activision Publishing, the manufacturer of Band Hero.

Band Hero is a game that allows players to simulate per-
forming in a rock band, in time with popular songs. By choos-
ing from a number of playable characters, known as “avatars,” 
players can “be” a guitarist, a singer, or a drummer.40

No Doubt agreed to appear in Band Hero and licensed 
three No Doubt songs to be used in the game, subject to No 
Doubt’s approval over the choice of songs.41 Additionally, No 
Doubt agreed to participate in one day of game production 
services “‘for the purposes of photographing and scanning 
Artist’s likeness, and capturing Artist’s motion-capture data . 
. . so that the band members’ Band Hero avatars would accu-
rately reflect their appearances, movements, and sounds.”42

Approximately two weeks prior to the release of Band 
Hero, No Doubt became aware of an “unlocking” feature of 
the game that would permit players to use No Doubt’s avatars 
to perform any of the songs included in the game, including 
songs recorded by other artists that No Doubt maintained it 
never would have performed.43 No Doubt claimed it never 
consented to any of these additional uses of their personas and 
was not compensated for these unauthorized uses.44

When No Doubt complained about the additional exploita-
tion of their likenesses, Activision admitted that it had hired 
actors to impersonate No Doubt in order to create the repre-
sentations of the band members’ performances of the addi-
tional musical works other than the No Doubt songs licensed 
for the game.45 When Activision refused to remove these 
unauthorized uses of No Doubt’s persona, No Doubt sued for 

David Leichtman is a partner in the New York office of Robins, 
Kaplan, Miller & Ciresi L.L.P. His practice encompasses all types of 
trials in the intellectual property and business litigation fields. He 
can be reached at dleichtman@rkmc.com. Yakub Hazzard is a 
partner in the Los Angeles office of Robins, Kaplan, Miller & Ciresi 
L.L.P., where he co-chairs the entertainment and media litiga-
tion group and focuses his practice on entertainment industry and 
intellectual property disputes. He can be reached at yhazzard@
rkmc.com. David Martinez is a trial and litigation partner in the 
Los Angeles office of Robins, Kaplan, Miller and Ciresi L.L.P., where 
he practices in the areas of intellectual property, business, and anti-
trust litigation. He can be reached at dmartinez@rkmc.com. Jordan 
S. Paul is a trial and litigation associate in the Los Angeles office 
of Robins, Kaplan, Miller and Ciresi L.L.P., where he practices in the 
areas of intellectual property, business, and antitrust litigation. He 
can be reached at jspaul@rkmc.com. 

Published in Landslide Volume 4, Number 1, September/October 2011. © 2011 by the American Bar Association. Reproduced with permission. All rights reserved. This information or any portion 
thereof may not be copied or disseminated in any form or by any means or stored in an electronic database or retrieval system without the express written consent of the American Bar Association.



violation of the right of publicity, and Activision asserted the 
transformative use test applied to its defense.

After a detailed discussion of Comedy III, Winter, and 
Kirby, the court rejected Activision’s defense.46 The court 
held that because Activision intentionally used these literal 
reproductions and did not permit players to alter the No Doubt 
avatars in any respect, the use involved “immutable images of 
the real celebrity musicians, in stark contrast to the ‘fanciful, 
creative characters’ in Winter and Kirby.”47

“Real” Celebrities of Los Angeles County: Hilton v. 
Hallmark Cards
Along the celebrity continuum of Mr. Pesina (who provided the 
movement for the Mortal Kombat games) and No Doubt, some-
where in between lies an entirely new set of celebrities—reality 
stars. “Famous for being famous,” reality stars, for the most part, 
lack the foundational skill set of celebrity musicians, actors, or 
athletes. Lacking any original context for their fame like most of 
the celebrities in the cases discussed above, the exact scope of the 
right of publicity for a reality star can be quite ambiguous, and 
recently filed cases will explore the borderlines.

The recent litigation between Paris Hilton and Hallmark 
Cards puts this ambiguity into focus. Paris Hilton is a hotel 
family heiress, who became known as a tabloid celebrity for 
her flamboyant lifestyle. In recent years, she has leveraged 
and monetized her socialite status into a number of sponsor-
ships and endorsements, including jeans, perfume, shoes, hair 
extensions, nightclubs, wine, and beer. She has appeared in 
films as “herself” and recorded an album of music. She even 
leveraged her socialite status to appear in a reality television 
show called “The Simple Life,” alongside her friend and fel-
low socialite Nicole Ritchie. The premise of the show was to 
place Hilton and Ritchie in situations for which their privileged 
upbringings had not prepared them. For example, in an episode 
called “Sonic Burger Shenanigans,” Hilton was employed as 
a waitress. As in most episodes, Hilton frequently employed 
her well-known catchphrase, “that’s hot,” to indicate she found 
something interesting or amusing.

Soon after the episode aired, Hallmark released a birthday 
card with a caption on the front cover of the card that read, 
“Paris’s First Day as a Waitress,” that used an image of Hilton’s 
face from the “Sonic Burger Shenanigans” episode. The card 
depicted a cartoon waitress, complete with apron, serving a 
plate of food to a restaurant patron. An oversized photograph of 
Hilton’s head was superimposed on the cartoon waitress’s body. 
Hilton said to the customer, “Don’t touch that, it’s hot.” The 
customer asked, “What’s hot?” Hilton replied, “That’s hot.” The 
inside of the card read, “Have a smokin’ hot birthday.”48

Hilton sued Hallmark, asserting three causes of action, 
including misappropriation of her right of publicity under 
California law. Hallmark raised the First Amendment as a 
defense, asserting its use of Hilton’s image was transforma-
tive. The court rejected Hallmark’s contention that it was 
entitled to the defense as a matter of law, distinguishing 
Hallmark’s use from that in Winter, finding the latter a “total, 
phantasmagoric conversion of the musicians into the comic 
book characters” with a larger story that was completely 
absent from the Hallmark card that the court considered just a 

spoof.49 Specifically, the court noted the differences between 
the “half-human, half-worm” cartoon representations in Winter 
and Hallmark’s use of a cartoon body of a generic woman.50 
Lastly, in rejecting Hallmark’s argument that the defense 
could be determined in its favor as a matter of law, the court 
concluded that the worm-like versions of the musicians in 
Winter did things that the actual musicians did not do, such as 
“engage in wanton acts of violence, murder, and bestiality for 
pleasure,” whereas Hilton was performing precisely the act she 
did in the “The Simple Life.”51

Hilton appears to fall somewhere between the artistic and fan-
ciful depictions in the Winter and Kirby cases and the more literal 
uses of an image and person in Keller and No Doubt. While not a 
transformation of Hilton’s image onto a fictional character, it was 
an attempt at parody, poking fun at Hilton’s celebrity. And, of 
course, one cannot parody someone or something without clearly 
identifying the subject of the parody. How a court would come 
out in such a case like Hilton remains unclear because the parties 
ultimately settled out of court. However, as reality television 
expands and produces more and more “reality stars,” similar 
issues will eventually be litigated on their merits.

Conclusion: Lost in Hollywood—The Future of Right 
of Publicity
The critical takeaway from Hilton and No Doubt for celebrities 
and aspiring celebrities is that fame, regardless of its origin, is a 
commodity to be managed and protected. It is important to seek 
out and exploit opportunities for monetization, but perhaps even 
more important to protect against unauthorized uses that erode 
their overall celebrity value. On the other hand, the takeaway 
for those who use celebrity images or likenesses is that the First 
Amendment allows the use of a person’s image provided that 
they make a significant transformative or creative contribution 
of their own, as seen in Hoffman and Winter. However, whether 
the user may successfully invoke the transformative use test 
as a matter of law and thereby avoid a jury trial on the issue 
remains for case-by-case adjudication. n
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such use is of a commercial nature or is for nonprofit 
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competing interest in the free flow of ideas, information, and 
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sampling a ringtone for the purpose of listening to it before 
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Pretty Woman”); Bill Graham Archives v. Dorling Kindersley Ltd., 448 
F.3d 605 (2d Cir. 2006) (use of copyrighted posters in biography for an 
“entirely different” purpose than the original); NXIVM Corp. v. Ross 
Inst., 364 F.3d 471, 477–78 (2d Cir. 2004) (use of quotes from business 
training seminar manuals in websites featuring critical analyses of semi-
nars); Kelly v. Arriba Soft Corp., 336 F.3d 811, 818–21 (9th Cir. 2003) 
(display of thumbnail images of photographs in search engine results); 
L.A. News Serv. v. CBS Broad., Inc., 305 F.3d 924, 941–42 (9th Cir. 
2002) (inclusion of a clip in video montage was transformative, whereas 
rebroadcasts of three-second clip to promote defendant’s coverage was 
a “less transformative use”); Ty, Inc. v. Publ’ns Int’l Ltd., 292 F.3d 512 
(7th Cir. 2002) (use of Beanie Baby photos in an evaluative and critical 

the thumbnails produced by the search engine in Kelly . . . did 
not serve to advertise the defendant’s product.”62

The theme that can be teased out of these case-by-case 
analyses is that for a proposed use to be transformative, it 
must: (1) constitute critique or commentary; (2) alter the work 
to imbue it with “new expression, meaning, [and] message”; 
and (3) make a significant contribution of new intellectual 
value, thereby fostering the advancement of the arts and sci-
ences, which is the core principle underlying the Copyright 
Act.63 Further, because transformative use “lie[s] at the heart of 
the fair use doctrine’s guarantee of breathing space within the 
confines of copyright,” where transformation is found, other 
factors, including commercialism and the fictional character 
of the work now usually carry less weight “against a finding 
of fair use.”64 Moreover, the transformative nature of the work 
diminishes any adverse effect on the market because it is not 
used “for the same intrinsic purpose as the original.”65

The “transformative use” test in copyright law, however, is 
not without its detractors. Many commentators believe that it 
makes little sense given the author’s right to make derivative 
works, and perhaps even conflicts with such rights.66

To be sure, the doctrine has been applied imperfectly and 
inconsistently, sometimes even within the same court. Consider, 
for example, the issue of whether the work itself must be 
transformed or whether a mere change of context is sufficient to 
render a copy a fair use. In Bill Graham Archives, where there 
was no change in the images themselves but the defendant rather 
just presented them in a different context from the original, 
nevertheless, transformation was found.67 By contrast, a decision 
from the same court in On Davis v. The Gap, Inc., seems to fol-
low the argument that something is not transformative unless the 
thing is itself transformed.68 Other factors, such as the biographi-
cal nature of the use in Bill Graham Archives compared to the 
pure commercial use in On Davis clearly influenced the result of 

how the court addressed the “transformative use” question.
Compare also, the pair of decisions of Sandoval v. New Line 

Cinema Corp.,69 and Ringgold v. Black Entertainment Television, 
Inc.70 In Sandoval, the defendant used a visual image owned 
by the plaintiff in furtherance of the pursuit of a distinct visual 
aesthetic and mood in the film, which was held to be sufficiently 
transformative to be a fair use because of the different context in 
which the work was placed.71 By contrast, in Ringgold, a visual 
image of plaintiff’s copyrighted quilt was used similarly to create 
a mood in a televised scene, but was held not to be transforma-
tive as it did not alter the work.72 Yet another pairing that could 
be compared is John Lennon v. Promise Media Corp.,73 and the 
In re AT&T Wireless litigation discussed above. In Lennon, 15 
seconds of the song “Imagine” were used featuring the lyrics 
“Nothing to kill or die for/And no religion too,” which were 
juxtaposed with a military parade for Joseph Stalin. The court 
decided that because the song, which was itself unaltered, was 
put to a different purpose, i.e., for critiquing not the song itself, 
but rather for exploring the theme in the context of a debate 
regarding the role of religion in public life, it was held to be 
sufficiently transformative to constitute a fair use.74 By contrast, 
where similar length excerpts of copyrighted songs were used in 
the In re AT&T Wireless case, the excerpts were held to be used 
for a purely commercial purpose to advertise and sell the defen-
dant’s own products, and thus not a fair use.75 The surrounding 
circumstances in each of these cases clearly influenced which 
way the courts ruled on the “transformative use” question.

Accordingly, given the somewhat inconsistent, controver-
sial, and results-driven use of the transformative use test in the 
copyright fair use analysis, the question remains: will courts 
using the doctrine in right of publicity cases fare any better at 
laying out consistent rules of the road? Only time will tell. n
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